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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

hi re Letters Patent of: 
John C. lianc) et al. 

Patent No.: 7,818,777 

Issued: October 19, 2010 

For: SIGNAL PROCESSING APPARATUS AND 

METHODS 

Commissioner for Patents 

Office of Patent Publication 

Attention: Certificate of Correction Branch 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

REQUEST FOR CERTIFICATE OF CORRECTION UNDER 37 C.F.R. §1,323 

Dear Sir: 

Applicants respectfully requests consideration of Applicants' Request for Certificate of 
Correction. This is a second Request for Certificate of Correction for the above-identified U.S. 
Patent. Applicants filed the first Request for Certificate of Correction on December 9, 2010. 
The corresponding Certificate of Correction was issued by the Patent and Trademark Office on 
January 1 1, 201 1. Upon reviewing the above-identified patent, Patentee noted additional 
typographical errors that should also be corrected. 

At Column 287, line 29, replace "delivering" with — outputting— 

At Column 287, line 55, delete "said" 

At Column 288, line 1, delete "said" 

At Column 288, line 6, replace delivering with "subscribers" with subscriber's— 

At Column 288, line 16, insert —from said subscriber— after "said input" such that the 
line reads "own information and said input from said subscriber; and" 
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At Column 288, line 23, replace "delivering" with —outputting— 
At Column 288, line 48, replace "delivering" with —outputting— 

Patent claims 10, 15, 16, and 24 were original claims 28, 13, 14 and 36. The independent 
claims of the patent were last amended via an Examiner's Amendment contained in the June 25, 
2010 Notice of Allowance. The language introduced via the Examiner's amendment was arrived 
at during a series of interviews with the Examiner. Although the language was formally 
introduced by the Examiner, it was informally proposed by the Applicants. The Examiner's 
Amendment was authorized by Applicants on June 7, 2010, A copy of the Examiner's 
Amendment is included as Appendix A. 

The Examiner's Amendment amended, amongst others, original independent claims 10 
and 13 to replace the word "delivering" with "outputting" such that the claims recite a final step 
of outputting. As an effect, similar amendments were required for the dependent claims that 
referenced the replaced "delivering step." However, Applicants mistakenly did not amend 
original dependent claims 28, 14 and 36 to reference said "outputting step" instead of a 
"referenced step" as necessary. Applicants respectfully request that the amendments to these 
claims be made now. No new matter is added. 

The Examiner's Amendment further amended original claim 13 to include "said" in the 
outputting step such that the step reads: "outputting said first combined medium programming 
after said step of storing, said first combed medium programming comprising said video of 
general interest and said first subscriber output apparatus" (emphasis added). The insertions of 
"said" in this step was a mistake. In fact, these insertions were not underlined in the Examiner's 
Amendment's claim listing that indicated amendments to the claims and were not in the claim in 
the previous Amendment dated March 5, 2003. A copy of this Amendment is included as 
Appendix B. 

The Examiner's Amendment also inserted the phrase "...based on said subscribers own 
information ..." (emphasis added) into original claim 13. The insertion contains a typographical 
error and should have been: ". . .based on said subscriber's own information. . ," (emphasis 
added). 
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Finally, The Examiner's Amendment inserted the generating step that includes a 
reference to "said input." However, the Amendment erroneously contained a typographical 
error. It should have referred to "said input from said subscriber" instead. Original claim !3's 
reference to "said input" clearly refers to the "input from said subscriber" initially referenced in 
the first receiving step of original claim 13. No new matter is added with this amendment. 

Please charge our Deposit Account No. 50-4494 in the amount of $100.00 covering the 
fee set forth in 37 CFR 1.20(a). No additional fees are believed necessary for filing this Request. 
However, if any additional fees are due, the Director is hereby authorized to charge such fees to 
our Deposit Account No. 50-4494. 

Transmitted herewith is a proposed Certificate of Correction effecting such amendment. 
Patentee respectful ly solicits the granting of the requested Certificate of Correction. 



Dated: April 20, 201 1 Respectfully submitted, 

By /Thomas J. Scott, Jr./ 
Thomas J. Scott, Jr. 

Registration No.: 27,836 
GOODWIN PROCTER LLP 
901 New York Avenue, NW 
Washington, DC 20001 
(202) 346-4000 
Attorney for Patentee 
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Determination of Patent Term Extension or Adjustment under 35 |;,S,C .154 (b) 
(application filed prior to June -8. 1995) 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to tiu ''rls.e o v 
Patent Legal Administration at {57 1)- 272-7702. Questions relating to issue and publication fee payments shniki * 
directed to the Customer Service Center of the Office of Patent Publication at i-(S8S}-"86- 10 1 <i 
{57j)-272-4200, 
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The MAILING DATE of this communication a&p&acs on the cove? sh&et with the correspondence address- 
All damn being aiiowabie, PROSECUTION ON THE MERITS iS {OR REMAINS > CLOSED In this spphcation. If not deluded 
herewith for previously fnasfed). a Notice of Allowance {PTOL-85) or other appropriate -communication vwii be mailed in due course. THIS 
NOTICE OF ALLOWABILITY iS NOT A GRANT OF PATENT RIGHTS. 1 h-s app; ; o*;ion is sue;*;" to wNhdriwai icotn ,M.uts *i '-hi- irrigative 
•of the Office or upon psiihon by th» applicant See 3? CFR 1 ,313 and MPEP'1308. 

1. ^ This communication Is responsive to 3-5-03 - 

"> jX H, a s 1 i< v. » " ' 4 

3. Q Acknowledgment ts made of a da*ro for foreign priority urtder 35 U.S.C. § 1 1 9{a.--(o ) or (f )■ 

s) O All b) D Soros* c> Q None of ths:- 

1. Q Certified copies of tfta priority documents havs been received, 

2. Q Ceriifiad copies of the priority doaume-nts have tssen receded in Appiication Mo, , 

3. Q Copies of the certified copses of the priority documents have bean rscsiysd m tn<s national stage application from its® 

internafionai Buraau (PGT Ruie 17.2(a)}. 
x Certified copses not rsseatvad: . 

Applicant has. THREE MONTHS FROM THE "MAILING DATE" of this communication to life a reply complying with the raquiremeois 
noted below. Failure to taneiy cornoiy will result m ABANDONMENT of this application. 
THIS TH RES-MONTH PERIOD IS NOT EXTENDABLE. 

4. □ A. SUBSTITUTE- OATH OR DECLARATION must OS submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL .PATENT APPLICATION (PTO--152) which gives reason(s) why the oath or declaration is deficient. 

5. O CORRECTED DRAWINGS ( as "re placemen 5 sh«ets") most be submitted. 

(a) O inckfOsog changes reqnsrad by the Notice ol Dreftsperson's Patent Drawing Review { PTO-948} attached 

1) □ hereto or 2} □ to Paper No.jMsII Date . 

(b) O inofudsog changes required fey the attached Examiner's Amendment ; Comment or in the Ofiies action of 

Fapar No./Maii Dele 

klsnfifyiritj indicia sur.fi «;s trse ('ippiicdltoa ntim&er jsss 37 CFR i.H&ic)) shewki f>e *vri£t*>r* i>v. She csr«vvi!:ij& in the front (net tho hack) of 
each ihazt Replacement stmt's) »ho«id t>y l&tjeted as &«ch if; the heaties according to 37 CFR i.t2i;<i}. 

(>. p DEPOSIT OF a.od/of INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF SlOLOGiCAt MATERIAL. 



Attachment^} 

M Notice of . References Cited fPTO-892) 

□ Notice of Draftperson's Patent Drawing Review {P? 0-948) 

§3 Ifionnehon Dts-dosurs SialemeMs. (PTO/SB/08), 

Paper No,/fyiati Date Y£^M<:tM3;M>:3MM§:^MM,:M~M< 
'-•0i ; 3-21-02,8-18-02. 3-14-03. S-S-Oi 



Q Examiner's Comment Regarding Requirement for Deposst 
of Btosoarcat Materia! 



>, □ Notice of Informal Patent Application 
s. i§3 interview Summary (PTO-4 13). 

Paper No./Mail Date . 

'. g3 Examiner's Amendment/Comme-of. 



8. gjH Examiner's Statement of Reasons for Allowance 
3-D Other . 
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PTOt.~37 jRev. OS-OS) 
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Application Ho. 



Applicants) 



Examiner-Initiated Interview Summary 



08/479,215 



HARVEY ET AL. 



Examiner 



Art Unit 



KD/iN BATES 



AW Participants: 



Status of Application: 



(3) Thomas Scott . 



(2) Ca/L§.?Jl?:9.!?. 



(4) 



Date of interview: 24 February 2010 



Time: / pm 



Type of Interview: 
■ □Telephonic 



□ Video Conference 
0 Persona! (Copy given to: □ Applicant □ Applicant s representative) 

Exhibit Shown or Demonstrated: □ Yes □ No 
if Yes, provide a brief description: 

Part I. 

Rejeciion(s) discussed: 
N/A 

Claims discussed: 
10 and 13 

Prior art documents discussed: 
Setb-Smith 4,866. 770 



SUBSTANCE OF INTERVIEW DESCRIBING THE GENERAL NATURE OF WHAT WAS DISCUSSED: 

The applicant and examiner discussed the invention and the reference and discussed possible claim amendments which would 

overcome the art. 



□ It is not necessary for applicant to provide a separate record of the substance of the interview, since the Interview 
directly resulted in the allowance of the application. The examiner will provide a written summary of the substance 
of the interview in the Notice of Allowability. 

□ It is not necessary for applicant to provide a separate record of the substance of the interview, since the Interview 
did not result In resolution of ell Issues. A brief summary by the examiner appears in Part II above. 



Part \l 



Part M. 



'KEVIN BA'i'KS. 
Primary r.sairiivier, Art Unit 



(Applicant/ Applicant's Representative Signature - if appropriate) 



Application/Control Number: 08/479,215 Page 2 

Art Unit: 2456 

EXAMINER'S AMENDMENT 
This Office Action is in response to a communication made on March 5, 2003. 
Claims 10-11, 13-14, 17-23, 23-42 are pending in this application. 
The Power of Attorney has been received on August 3. 2007. 
The Information Disclosure Statements filed March 14, 2003 and May 5, 2003 
have been considered. 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be Hied as provided 
by 37 CFR 1 .312. To ensure consideration of such an amendment, It MUST be 
submitted no iater than the payment of the issue fee. 

Authorization for this examiner's amendment was given in an email response 
from Car! Benson on June J, 2010. 

The apphcstion has been amended as follows: 

In the claims; 

Claims 1-9. (Cancelled) 

1 0. {Currently Amended) A method for delivering programming for use 
with an Interactive mass medium program output apparatus comprising the steps of. 
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storing a subscriber's own information at said interactive mass medium program 
■output 'apparatus; 

oufputting mass medium video programming after said step of storing, wherein 
;v n ™mss n>x: niv \ dn<~* pnxjr<-~ n " ng i> rcnex^o from_p^erj.x^iwork. said interactive 
mass medium output apparatus Paving an input -device to receive input from said 
subscriber: 

prompting said subscriber during said mass medium video programming for first 

input; 

receiving first input from said subscriber at said input device in response to said 
prompting said subscriber, said input indicating that said subscriber wants delivery of 
first user specific programming referred to in said mass medium programming; »&4 

g.sn.fiajug i>a c i rs. t s>p^c "k progs c s m ~ ng a, s>a n \ :e nr,ive masjjnj^jum 
program Qn^ut L aDpaj;atus L based on said stored subscriber s own information and said 
signal, wherein said user specific programme 

outputting del-ivefing said first user specific programming at--sak-i--imera<#v-e--m»ss 
medium ■pfogfam^ytffet^ 
b a s e d o n ■■ so l d stored ' su b s c ri b e r's owrv i nformation . 
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1 1 . (Currently Amended) The method of claim 1 0. wherein said step of 
outputtlng dellv-effnc; comprises printing said user specific programming at a printer of 
said interactive mass medium program output apparatus. 

":2. (Cancelled) 

1 3. (Currently amended) A method for combined medium programming 
delivery for use with an Interactive combined medium programming output apparatus 
comprising the steps of: 

stor;ng a subscriber's own information at said Interactive combined medium 
programming output apparatus; 

outputfing said first combined medium programming after said step of storing, 
said firs! combined medium programming comprising said video of general interest end 
first subscriber specific information, said video of general interest received from over a 
network, said first subscriber; : specific information generated at said interactive combined 
medium programming output. apparatus, based on said subscribers own information; 
sa;d interactive combined medium programming output apparatus having en input 
device to receive input from said subscriber; 

receiving Input from said subscriber at said Input device In response to said first 
combined medium programming; &r4 

L^§MQ&^ nier,("M c <ornbjned„nTedjym 

^E^Mnlngj^tguL^PP^^tus; 
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based on said stored subscnber's own Information and said input; and 

oufputtinq 4ej4ve^-i^ a second combined medium programming at said interactive 
combined med lum progran iming outpu i sppara tus su Ppje rnent i n ^ ^ 
medium programming, said second combined medium programming Including said, 
second subscriber specific information ^sed-m-sai#-*t«?©d-«B^fl©ef»s-<^ 



14. (Previously presented) The method of dslm 13. wherein said step of 
delivering comprises printing said second subscriber specific information at a printer at 
said interactive combined medium program output apparatus. 

Claims 15-16. (Cancelled} 

17. {Previously presented) The method of claim 10. further comprising the 
step- of ordering a product based or] said first input. 

18. (Previously presented) The method of claim 10. further comprising the 
step of ordering a service to be performed based on said first input. 
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1 9. (Currently amended) 



The method of claim 10, wherein said step of 



outDutlino <^elivef^ comprises emitting a portion of said first user specific programming 
8S sound st s speaker. 



sad first user specific programming is outpufted 8€&*efe4 at a television monitor. 

21 . (Previously presented) The method of claim 10. wherein a portion of 
said &rsl user specific programming comprises an image. 

22. (Previously presented) The method of claim 10, farther comprising the 
step of storing a record of said first input. 

23. (Previously presented) The method of claim 22, further comprising the 
step of communicating said record to a remote site. 

Claims 24~2?. (Cancelled) 



20. 



(Currently amended) 



The method of claim 10. wherein s portion of 



28. (Currently amended) The method of claim 1 0, further comprising the 
steps of: 
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prompting said subscriber for second input during said step of delivering; 
receiving said second input: and 

delivering second user specific programming at said interactive i nt era cti ve mass 
medium program output apparatus based on said second input. 

29. (Previously presented) The method of claim 13. wherein said 
subscriber's own information comprises property information, 

30. {Previously presented) The method of claim 13, wherein said 
subscriber's own information comprises financial information. 

31 . (Previously presented) The method of claim 13, wherein said 
subscriber's own information comprises at least one of a history and a projection. 

32. (Previously presented) The method of claim 1 3 : wherein said 
subscriber's own information comprises at. leas? one of a revenue and a profit. 

33. {Previously presented) The method ot claim 13. further comprising the 
step of modifying sa;d subscriber's own information based on said input from said 
subscriber. 
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34, {Previously presented) The method of claim 13, further comprising the 
step o? communicating a portion of said subscriber's own information to a remote 
station. 

35. (Previously presented) The method of claim 34 ; further comprising the 
steps of: 

generating programming at said remote station based on said step of 
communicating; and 

transmitting said generated programming to said Interactive combined medium 
programming output apparatus . 

36. (Previously presented) The method of claim 35, wherein sa;d step of 
delivering is based on said steps of generating and transmitting, 

37, {Previously presented) The method of claim 13, wherein a portion of 
combined medium programming is outputied al said interactive combined medium 
programming output apparatus as a sound. 
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38. (Previously presented) The method of claim 13. wnerein a portion of 
combined medium programming is outputted at said Interactive combined medium 
programming displayed apparatus as video. 

39. {Previously presented) The method of claim 10, wherein said 
subscriber's own information comprises preference information. 

40. (Previously presented) The method of claim 10. further comprising the 

steps of: 

receiving a first control signal from a remote station, and 
storing a portion of said subscribers own information at said Interactive mass 
medium program output apparatus In response to said first control signal. 

41 . {Previously presented) The method of claim 40, wherein a second 
control Signal is received from said remote station following said step of storing said 
portion of said subscriber's own information, said method further comprising the step of 
processing said stored portion of said subscriber's own Information in response to said 
second control signal. 
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42. (Currently amended) The method of claim 41. [421, further comprising 
the step of outputting second user specific programming at said interactive mass 
medium program output apparatus based on said step of processing . 



Reasons for Allowance 

The following is an examiner's statement of reasons for allowance: 
Regarding claims 10 and 13; the closest and most relevant prior art {Yourlck 
4776935, Smith 4788987. MeKenna 4658280. Seirv Smith 4629569) fails to leach, 
suggest : or make obvious a television receiver type device which receives signals from 
the network ; stores subscriber profiles locally ; receives input from the subscriber, 
generates at the receiver subscriber specific content to be oufputted to the subscriber, 
the specific content oeing generated utilizing the stored subscriber information and 
subscriber input. 

Any comments considered necessary by applicant must be submitted no later 
than the pay men I of the issue fee and, to avoid processing delays, should preferably 
accompany the Issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance," 
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Any inquiry concerning, (his communication or earlier communications from the 
examiner should be directed (o KEVIN BATES whose telephone number is (571)272- 
3980. The examiner can normally be reached on M-F 8 em - 5 prn. 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (571) 272-3880, Trie fax phone number 
for the organization where in is application or proceeding is assigned Is 571-273-8300. 

information regarding the status of an application may be obtained from the 
Patent Application information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair~direct.uspto.gov. Should 
you nave questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217 -9197 (toil-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-788-9199 {IN USA OR CANADA) or 571-272-1000. 

/KEVIN BATES/ 

Primary Examiner, Art Unit 2456 
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H . «; Four Time* Amended) The method of claim \ 0, wherein said step of delivering 
comprises printing said user specific programming at a printer of said interactive mass medium 
program output apparatus. 



1 3. (Twice Amended) A method for combined medium programming delivery for use 
with an interactive combined medium programming output apparatus comprising the steps of: 

storing a. subscriber's own information at said interactive combined medmm 
prograrnm ing output apparatus; 

otuputiing first combined medium programming after \*kt \top --f Nto mg, »a d *-o? 
combined medium programming comprising" video of general interest *md s :Va/x^ >>vrfv 
information, said interactive combined medium programming output ^pp<a cm buvmg n~put 
device to receive input from said subscriber: 

receiving input from said subscriber at said input device in response to said first 
combined medium programming: and 



'if> mphug said s i r\ . dnr n,> *>„aa m medji 



>>i s<>r mmmc t * %st irpoC 



r e e ^ m>> irn ujH^rh, d su>> .met al vuo in > \i de\ a in »esp < e>e to sa d 
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Ser!;*} No 08/479.235 
Dockes Na .5634.358 

delivering second combined medium programming at said interactive combined 
medium programming output apparatus said second combined medium programming including 
second subscriber specific information based on said stored subscriber's own information and said 
input. 

\ n 

v\(/ W 14. (Twice Amended s The method of claim I 3, wherein said step of delivering 
comprises printing said second subscriber specific information at a primer at said interactive 
combined, medium program output apparatus. 



b 



17. (New) The method of claim ill further comprising the step of ordering a 

product based on said first input. 

1 S. fNVvvj The method ot' chum I 0, timber comprising the step of ordering a 

service to be performed based «>n said first input. 

19. (New} The method of claim 10, wherein said step of delivering comprises 
emitting a portion ot said first user specific programming as sound at a speaker. 

20. (New) The method of claim 10s wherein a portion ot said first user specific 
programming is delivered at a television monitor. 

>l (New) The method ot claim iu. wnesem a poitioe ol sin J iusi s.^Csfk 

programming compos ^ nia* 

22. (New) T he method of claim 10, further comprising the step of storing a 

record of said first input. 
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23, (New) The meshed of claim 22, further comprising the step of communicating 
said record to a remote site. 

24, (New) The method of clahn 10, wherein said step of delivering comprises 
delivering a portion of said first user specific programming to a device capable of communicating 
said fmst user specific programming to a remote station. 

25, {New) The method of claim 24, whejein said portion of said first user specific 
programming comprises art address of said interact* ve mass medium program output apparatus. 

26, (News The method of claim 24. wherein said device capable of 
convmumcating sasd itrst user speurtc programming to a remote »ut.ort >-.-<mfr\><,?- a telephone, said 
mcthoJ tunhcj compu^.ng the step of causing said telephone to di.-J a tdephm; number, 

27, (New) The method of elaim .T\ further eonrpnsmg the stop t-f ^tdoehns; Mid 
telephone nu mber. 

2S iNew; The method o: darts lb, fmthe; enmpr^sng the ,strps e( 

piompnug s< id subs, ube* U-t mpjt dmmg y,\tu step of dfi\umj\ 

iece^teg vno second iravt, aod 

de s\es ag -wois^ use* *peu„A. pt^ipamm.ng a\ sam inu,!^. \<. ir^s-* seeder* 
pro-am ourpuf appasams based or sa*d scci-s^l seput 

2-> ( N'cvs ) Fhc method of ela.m 1 \ v. herem Mid stib-scrhes 's aw n information 

comprises property information. 

4 
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iN^ss lie nethxi ftUmi^ aV-ch sjh! msKu ^'v.n ak*n.kUn> $ 

comprises financial information. 

M (NcvO > ie n e*> <.<d o j > lain 1 1 wnc.es \id "ajOM.rtr ^ nieman^ 

o rsj n<t » et L\.m eat. or «* nwor\ anc a pi^'tct . c 

>J iH-%\ ! The uxn n\i t < d< , n M y,h*. e n vad m >^jbei » o^i nte*. ne'mn 

eonpttvw flt;,^ ore <* a ic\ert e asu\i psom 

M ^Vw) flu. nu s ) o* ua n. 1 ^ m- hu v.on iK\<r^ vhtr \?ep>->> nxx sKjis, vii> 5 

\ , v.r <tv •» n ms*o m. ton havV osi s t d s tut i on id MHVentx Xi 

At a f ( be hoa ot a i * ci > rv< .m ^ ?U step uS u - * vnna. a, n 

a portion of said subscriber's own information to a remote station. 

35. (New.; The method of claim 34 % turf her comprising the &teps of: 
generating programming at said remote station based on said sien of communicating; 

and 

transmitting said generated programming to said interactive combined medium 
programming output apparatus. 

36. (New) The method of claim 35, wherein said step of dels veri og h based an 
said steps of generating and transmitting. 
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3? (New) The method of claim IX wherein a portion of combined medium 

programming is outpuued at said Interactive combined medium programming output apparatus as a 

sound. 

38 i Ne*,*. ) The method or >, iasm 1 3 w^ercm a poihor ol ^omt'tred medium 

pfog,ammn ,t ^ anputtod ,-t 5 d mtentaivt- comb-sue medsum pto&i amnmg Js^pbved appn-vJus as 
v;<.1eo 

39. (New) The method oC claim 10, wherein said subscriber's own Information 
comprises ^reference information. 

40. (New) The method of claim b'X further comprising the steps of; 
receiving a first control signal from a remote station, and 

storing a portion of said subscriber's own information at said interactive mass 
medium program output apparatus in response to said first control signal 

41. (New; The method of chum 40, wherein a second control signa) is received 
from said remote station ioilowing .said step of storing said portion of said subscriber's own 
information, said method further comprising the step of processing said stored portion of said 
subscriber's, own information in response to said second control signal, 

• P. Oevv"> The method ot claim 4 1 , further composing-foe step of outputung 

second n\ct specific programming at said interactive nvass medium program output apparatus based 
on »a;d step of ptoees-mvg. 
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It REMARKS 

Applicants have reviewed the Office action mailed September 5, 200 "* and tulh acdttsx 
herein the following objections and rejection contained therein. 

Sections II and 111 of the Office action recite a number of issues that ate jc thei *e.e*.:ton*- ot 
nor objections to the claims of the intrant application. Applicants address Scions II <uul 111 ot the 
Office action below, but note that the issues raised are not relevant to the patcv^L^ ot t\i eiunrs 
in this application. For this reason, Sections 11 and III of the Office action are improper and should 
therefore be withdrawn in their entireties. 

Section I'll of the Office action is followed by Sections I'V-Vl that assert the following 
objections to and rejections of the pending claims and drawings. 

In Section IV the Examiner objects to the drawings under 3? C.F.R. § 1.83(a). 

in Section V,L claims 10, 1 1 , B and 14 were rejected under 35 U.S.C. § U2, first 
paragraph, as containing new matter and/or subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art. that the 
inventors s), at the time the application was filed, had possession of the claimed invention. 

In Section V.2, claims 10. 1 L 13 and 14 were rejected under 35 U.S.C. § U2„ first 
paragraph, as containing subject matter which was not described in the specification in such a way as 
to enable one skilled in the art to which it pertains, or with winch it is most nearly connected, to 
make and/or use trie invention. 

In Section VI. claims 10, I K 13 and 14 were rejected under 35 U.S.C § I. 12, second 
paragraph, as being indefinite. 

• In Section VII; claims 10, H, 1 ?< and 14 were rejected under 35 U.S.C. § 102(b) as being 
anticipated by Saefci ei al . 

Applicants reply herein to each ground of objection and rejection presented in the Office 
action. Applicants hereby request reconsideration and further examination of the instant application. 
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A, Response To Sections If & III Of The Office Action, 

Section's Is and HI of the Office action discuss a list of 30 "Examples" of issues rhat huve 
been raised in some of applicants* copending applications. The Examiner allege^ ihj\ «n s-me ca,>es 
applicants have ''handled and addressed 1 " these issues .inconsistently in different applications The 
Examine-- states that the list of ''Examples" will be maintained by the Patent Office "in an attempt to 
ensure consistency in the way that these issues are bandied between applications in the future." 
Office action, p. 3. 

Applicants respectfully submit that the "Examples" are simply irrelevant to the prosecution 
of the instant application for a number ot reasons. The Examiner in Section 0 has acknowledged 
that the list of 30 Examples is not relevant to certain applications because applicants have not 
asserted priority in (hose applications to the filing date of applicant 1981. application: 

It rs examiners position that after a series of interview, it has been 
m nails >jf-iduo<n ha. ft* \ \ \ ipjla Oon is cr ersh w 
priority date of 9/1 1/S7 based on the 07/096,096 application and not 
the I i/3/81 date based on the 06/317.510 application. Therefore, ihe 
written description and the enablement under 1 12 l N> paragraph should 
be limited to the 1987 specification only. Additionally, the remarks 
set forth in Paragraph ILL items 1-30 (the "Examples"! <>f ihe instant 
office action are carried over from other office actions in similar cases 
and are presented herein because in the past there have been 
disagreements between the priority date that the applicants are entitled 
to. The examiner will withdraw paragraph III from subsequent actions 
m the instant case application if applicants confirm on record in the 
nCKt communication that the msuut application is entitled to on is me 
1987 priority date and the citations for claim support mil be only 
provided for the 1987 specification. 

The Examiner's position that he will withdraw the irrelevant 30 Examples only if "applicants 

confirm on record in the nest communication that the instant application is entitled to only the 19h? 

prior-ty date" is improper. Whether or not a particular claim is afforded the benefit of an earlier' 

fihng date under § 120 simply depends on whether the requirements of § 120 are met. for that claim. 

A claim etther is or is not entitled to an earlier filing date, and such a determination cannot be made 

wjthoui conducting the appropriate elaim-by-chum analysis required by the controlling authorities. 



Serial N&.08W.2J5 
Docket No. '5634.358 

Of course, it is applicants' decision whether or no? to invoke § 120 in order to overcome an 
intervening reference. In the instant application, applicants have distinguished the teachings of the 
intervening reference applied by the Examiner on the merits and have not invoked § 120 to avoid the 
intervening reference. Moreover, applicants have demonstrated specification support below only 
wnh respect to the I9S7 specification. Accordingly, the 30 Example? should be withdrawn. 

Applicants question the relevance of the 30 Examples, as well as applicants' need to respond 
to these Examples, because none of the examples forms the basis for any objection to or rejection of 
a pending claim. Sec 3? C.F.R. § 1 .11 1 ('In order ro be entitled to reconsideration or further 
examination, the applicant , , , must reply to every ground of objection and rejection in the prior 
Office action."). Further, none of the Examples even refers to any claims that are presently pending 
in the instant application. Accordingly, the 30 Examples simply have no bearing on the prosecution 
of the claims pending m the distant application, and are therefore improper. 

Applicants further question the bases for including the 30 Examples in the inv.ta.nt application 
and applicants' need to respond to the Examples, because the vast majority of the Examples have 
appeared at least once before in other applications and because applicants have already responded to 
the vast majority of the Examples on the record in their copending applications. For example, all 30 
Examples appear in identical form in the 07/1 7/02 Office action received in application Sen No. 
08/470,571 ("the \57! Application"). Additionally, at least 20 of the current Examples previously 
appeared in the 08/28/01 Office action in the '371 Application. Accordingly, applicants, m their 
01/28/02 and 01/09/03 Responses filed In the '371 Application, have already fully responded on the 
record to all of the 30 Examples listed in the instant application. 

Inladdim^'YirihtM^ being repealed - from -other recent Office actions;- ■ 

applicants note that many of the issues discussed in the 30 Examples have been raised by the 
Examnner before in slightly different forms in applicants' various copending applications. In 
addressing such issues, applicants have at ail times strived to respond in a consistent manner in all of 
applicants' copending applications Accordingly, applicants believe ?hat the Examiner Is mistaken in 
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his assertion that applicants have ''handled and addressed" -he issues raised sn the 30 Examples 
'Snconsisientiy," 

The 30 Examples are not relevant to tiiC instant application, and applicants respectfully 
request xhat the Examples be withdrawn and that the Examiner acknowledge the lack of relevance of 
the 30 Examples to the prosecution of the instant application. Notwithstanding applicants 1 position 
regarding the tack of relevance of the 30 Examples to the prosecution of the instant case, applicants 
provide the following responses 5 to the 30 Examples, Applicants reserve their right to further 
address any of the 30 Examples if, for example, they are ever ratsed in the context of an actual 
rejection or objection. 

Examples l~3 

Examples 1-3 address various issues concerning applicants' ability to claim priority to their 
1981 application and the proper test for demonstrating priomy under 35 U.S.C. § 120. Because 
applicants have not asserted priority to their 1981 application for arty of the pending claims in the 
Instant, application, Examples 1-3 are wholly irrelevant to the instant apphca-;on. 

In Example I. the Examiner discusses prosecution of applicants' copending application Ser. 
No. OS/470,571. More specifically, the Examiner focuses on the need to first demonstrate written 
description, support in applicants' 1987 .specification when claiming priority under § 120. Applicants 
have not asserted priority under § 1 20 to the date of their 1981. application for any of the pending 
claims m the instant application, and applicants have identified detailed written description support 
in their 1987 specification tor each and every pending claim in the instant application in Appendix 
.8. Further, applicants respectfully disagree with the Examinees characterization of their position 
regarding priority in their copending application. Finally, in addition to being totally irrelevant to 
the instant application, applicants submit that the assertions made by the Examiner in Example 1 are 

* More detailed responses to many of the Examples appear in, among other places, 
applicants' 0.1/28/02 Response, 03/06/02 Response to interview Summary, and 01/09/03 Response 
filed m the ! 57l Application. 
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improper in the absence of any priority claim made by applicants under 35 U.S.C § 120 to their 
198.1 application for any claim its (he instant application, 

h> Example 2, the Examiner takes issue with applicants' discission and position regarding 
ft 'nope 5t v *»o i! 'u^jc tir^ >fj«»it*v u»i is i ,20 A»^n tlpp-s.i no r ers to rip ! <.anh> 
responses filed in the "571 Application. Although applicants continue to disagree with the 
Hxanvi net's description and application of the legal test fur demonstrating priority under § 120 (for 
the detailed reasons set forth by applicants, e g., in their 01/09/03 Response in the "511 Application), 
the issue of priority under § 120 is simply not an issue in the m statu application. 

In Example 3, the Examiner further discusses applicants 1 ability to demonstrate priority 
under t, 120 and their ability t.o support claims pending m the Application using applicants* 
198? specification. Applicants believe that the issues raised in Example 3 are irrelevant to the 
instant, application ana submit that tne Examiner has nisscharactenzed applicants' position regarding 
their ability to demonstrate written description support in both the I9S7 and 198! specifications for 
the claims pending io fee 'S'71. Application and other applications in which applicants are asserting 
priority nnder § 120. 

Applicants' positions wuh respect, to the various issues related to applicants" ability to claim 
priority to the date of their 1981 specification and the proper legal test for demonstrating priority 
under § .120 has beer; discussed in detail in applicants' submissions in the '51) Application. 
Applicants will continue to provide the tactual and legal bases that justify their claim of priority to 
their 1981 application in those copending applications where such claim is appropriate and necessary 
(i.e., if intervening art is applied and applicants elect to invoke ^ 120 to overcome such intervening 
art). 

Example 4 

In Example 4, the Examiner discusses a claim limitation (i.e., ''locally generating"' images) 
relevant to cenaio claims pending in applicants* '571 Application, Applicants respectfully disagree 
with the Examiner's assertion in Example 4 that Teletext decoders locally generate images for output 

It 
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or display in the same manner that is being claimed in certain ones of applicants' copending 
applications, and applicants have already addressed the issue of whether the prior art applied by the 
Examiner teaches local generation of images in the '571 Application. If the Examiner bases a 
rejection of or objection to any chum pending in the instant application on the issues found m 
Example 4, or asserts that the issues found in Example 4 are in any way relevant to the instant 
application, applicants will address any such assertions at the appropriate time. 

Examples S ®ml 21 

In Examples 5 and 27, the Examiner discusses the "Teletext prior arT and the Inventions 
disclosed in applicants' 198? specification in the context of an Office action and a Response tiled in 
the l 57i Application. The Examiner asserts in Examples 5 and 2.7 that applicants' 198'/ "packetked 
SPAM" structure represents tittle more than applicants' own version of a "conventional extended 
Teletext system." In Example 27, the Examiner further asserts that certain structures recited in some 
of applicants' claims pending in the , 571 Application (namely, a receiver, a signal detector, a 
processor, and an output device) are also 'found within a conventional CPU/MP/computer 
implemented Teletext" receiver. These examples are not discussed or applied in the context of any 
of the claims pending in the instant application and she Examiner does not reject any of the pending 
claims based on the arguments made in Examples 5 and 27. If and when the Examiner makes 
rejections of specific pending claims on the basis of issues raised in Examples S and 27, applicants 
will Anther respond to such a rejection. Notwithstanding the lack of relevance of Examples 5 and 27 
to this application, applicants strenuously disagree with the Examiner's disparaging assertions and 
characterization of the subject matter disclosed in applicants' I9S7 specification. Finally, applicants 
note that they have previously addressed how applicants' claims differ from many "Teletext" prior 
art references in prior responses filed in copending appiieatiorts. 

Example 6 

In Example 6, the Examiner disensses applicants' ability to obtain priority to their 19$ I tiling 
date for claiming "computer software V! The Examiner discusses this issue with respect to arguments 
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advanced in applicants' '571 Application related to applicants* prior use of the term ''programming" 
in claims pending in the '571 Application. Applicants have fully addressed the issues raised in 
Example 6 in. the v 571 Application. The issues raised in Example 6, however, are not relevant to the 
instant application because applicant have not. asserted priority under § 120 to the date of their 198! 
application for any of the pending claims in the instant application. In fact, in Example 6, die 
Examiner acknowledges that applicants" I9S7 specification does disclose the downloading of 
computer software. Notwithstanding the lack of relevance of Example 6 to this application, 
applicants disagree with the Examiner's position regarding applicants' ability to obtain priority to 
their fv>8l filing date for claims that include die term "programming." 

Example 7 

in Example 7, the Examiner alleges that Teletext decoders found in the prior art axe "signal 
processors" as the term "signal processor" is used within the context of applicants 1 claim* pending in 
the '57 1 Application. Again, the issues raised in Example 7 are not discussed in the context of any 
claim currently pending in the instant application. Applicants do not understand the relevance of 
Example 7 to any of the claims currently pending in the instant application and no attempt ;s made to 
apply the discussion in Example 7 to the instant chums. Notwithstanding me lack ot relevance of 
Example 7 to this application, applicants respectfully disagree with the Examiner's assertions and 
characterization of Teletext decoders found in the prior art and the signal processor disclosed by 
applicants. Applicants submit that the signal processors disclosed in applicants' specifications 
perform functions that are not disclosed in the cited Teletext prior art references Finally, applicants 
will address these issues if and when an actual rejection is made by the Examiner based on the issues 
raised in Example 7. 

Example § 

Ir I is vk N t lv I \ ims u is t * m u it i\ i, p ^ im> i si son m ! < pph arts 
eiaimedAksciosed technology is not "corrdated/analogous" to Teletext technology The Examiner, 
however, fads to provide any details regarding his position that "conventional Teletext systems" 
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generally are correlated or similar so applicants' claimed technology. Indeed, such generalized 
"correlations" or "analogies" are wholly irrelevant to the issue of whether or not -applicants' claims 
aie patentable. Applicants' position is that none oi' the specific references, related to Teletext or 
otherwise, alone or in combination, teach the methods and apparatus claimed by applicants. The 
Examiner further argues that applicants have previously indicated it is their belief that the scope of 
many of their pending claims encompasses the "Weather Star" system/receiver technology. First, 
the question of whether or not a particular system would be covered by a pending claim is wholly 
irrelevant to she examination of the instant claims, unless such system is pnor art. The Examiner has 
not established that the Weather Star system is prior art. Second, although the Examiner vaguely 
refers to applicants' "pending amended claims, 0 he makes no reference to a specific application or a 
specific claim. Dae to the Examiner's broad treatment of these issues, applicants cannot fespond m 
arty meaningful manner to the issues raised in Example S. 

Example 9 

In Example 9, lite Examiner discusses an issue that arose in the prosecution of the '571 
Application regarding whether "digital television signals/poigrammiug"' was well known in the 
relevant art at the time that applicants tiled their specifications. In their 1/28/02 Response filed in 
the '571 Application, applicants fully addressed the Examiner's rejections under tj n ?, second 
paragraph, of claims with limitations of "digital tele- vis ion." Further, applicants maintain their 
position stated in the '571 Application regarding the Schwartz et al. reference. Applicant? note mat 
there are no rejections of or objections to any of applicants' pending claims in the instant application 
based on the issues raised in Example 9, and applicants reserve the right to further respond to me 
issues raised tn Example 9 if any of these assertions are relied on to object to or reject any claim in 
the future. 

Example 10 

In Example 10, the Examiner discusses two references of Zaboklicki: DE 2,9l4,v81 and 
GB#2.,0 16,874. Despite the Examiner's characseri?. abort of applicants'' arguments regarding rhese 
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references, applicants maintain that neither Zaboklicki K"tVrru,e .mt.c pates or renders obvious any 
of applicants' pending claims in the instant application 'Vppj.ariN haw | reviously addressed issues 
raised in Example 10 in the "57 i Application, and applicant v. Jl ^<n~sm e so address in derail any 
ftjjection under § W2 or § 103 m which a Zaboklicki re:cfe\c iv appiKvi 

Examples 1.1, 1.2, IS and 16 

In Examples II, 12. 15 and 1 6, the Examiner discusses applicants 5 use of the term 
"programming 4 ' in the 1981 and specifications. More specifically, Examples 11, 12, 15 and 16 
assert that applicants ca.mK>t claim a 1981 priority date for claims including the term "computer 
programming" because of an allegedly narrow definition of that term in the 1981 specification. The 
issues raised in Examples 1 1, 12, 15 and 16 are only relevant if applicants rely on § 120 to obtain the 
benefit of their 19S1 tiling date. As applicants have not claimed priority to their 1981 application for 
any claims currently pending in this application, the issue is not relevant to trie instant, application. If 
and when the Examiner asserts that the issues found in Examples 1 L 12, 15 and 16 are relevant to 
the claims pending tn the instant application, applicants will respond at the appropriate time, 
finally, applicants have fully addressed the "programming" issues raised in these example* in 
several prior responses filed m the '57 1 Application. 

Example 13 

in Example 1 3. die Examiner discusses whether or not radio and television arts represent 
non -analogous aits. The Examiner states that applicants have previously asserted that the radio and 
television arts are non-analogous arts. The Examiner's assertions in Example 13 do not form the 
basis for any rejection of o <*i- 1 . uon to ,ns -pet Ik <. * m th ~ ! * tr»U r\ < t>ol v. a- -n I o U 
extern necessary, applicants will further address the issues raised by the Examiner in Example 13 if 
and when such issues are ever raised in the context of a rejection of or objection to a specific 
pending claim based on specific applied references in the identified arts. 
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Example 14 

In Example 14, the 'Examiner discusses Issues related to a claim recitation (smiultaneon\ and 
sequential) in she content of two of applicants' copending applies} ions (i.e., the '571 Apphearon and 
Application Ser. No. 08/469,078. The. Examiner's assertions in Example 14 do no} foi^i tk h.^ss 
lb? any rejeebon of or objection to any specific eiai;n pending in the instant application To *l,e 
extent necessary, applicants will further address the issues raised by the Examiner io Example 14 if 
and when such Issues are ever raised in the context of a rejection of or objection to a specific 
pending claim. Additionally, applicants note thai they have fully addressed issues related to the 
Examiner's concerns regarding "simultaneous and sequential" in their January -8, 2002 Response 
filed in the "571 Application. 

Examples 17-20 and 23«2€ 

Examples 17-20 and 2. >-2d discuss various issues related to applicants' ability to obtain a 
priority date based on their 198.1 application and the proper legal test so he applied when analysing 
an applicant?' ability io obtain a priority date under § 12.0. None of the issues discussed in Examples 
17-20 and 23-26 is relevant to the instant application because applicants have not asserted a 1981 
priority date for the claims pending in the instant application. Further, applicants have addressed the 
issues related to priori! y in detail in their- responses Hied in the '571 Application and Application 
Ser. No. 08/487,526. 

Example 21 

In Example 2K the Examiner describes and compares the technology disclosed by applicants, 
in their 1981 and 1987 specifications? and asserts that the technology disclosed in applicants* two 
\pecfk\itK\^ ,s weah adroniU " \\ hdt st ^ true ds.c tht ^>8/ ^pphea^vu jieluue^ m.m\ 
enhancements and improvements, applicants maintain that the subject matter disclosed in their 1981 
application is also disclosed in the 198? application. Second, because applicants have not asserted a 
198 1 priority date for the claims pending in the tnstant application, applicants* 1981 specification 
and any comparison between applicants" 1981 and 1987 specifications arc not relevant to the instant 
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application. Finally, the issues raised in Example 21 have previously been addressed in the '511 
Application. Applicants will continue to provide appropriate factual and legal arguments as to why 
they are entitled to a 198 Si priority date in ah cases where n is relevant. 

Example 22 

in Example 22. the Examiner discusses a perceived difficulty in interpreting terminology in 
applicants'' claims m light of the 198 1 and 198? specifications. More specifically, the Examiner 
asserts that certain terminology in applicants' claims takes on different interpretations when such 
terminology is read on different teachings from applicants" !98i and 1987 disclosures, 'I he alleged 
"problem" described in Example 22 is simply not applicable to the instant application because 
applicants have not asserted a priority date based on their i 98 i application for any claim pending in 
the instant application. In the instant application, only the 1987 specification is used to support the 
pending claims. Accordingly, the issues raised by the Examiner m Example 22 are not relevant to 
the instant application. Further, applicants have fully addressed Example 22 in the \S7] Application. 

Example 28 

hi Example 28, the Examiner diseases a specific claim pending in the '571 Application 
(claim 561 Specifically, the Examiner questions applicants 1 written description support for the 
recitation "interactive ultimate receiver station'' previously appearing in claim 56 of the *S?I 
Application Applicants maintain that both the 1981 and 198? specifications unquestionably 
disclose 'Interactive receiver stations." See, e <-., 1981 Specification col. 20. If 23-2?. and "Local 
Input*' in Figure 6f>; 1987 Specification, p. 288. 1.1, 1-20. The Examiner's assertions in Example 28 
do not form. the. basis for any rejection of or objection to any specific claim pending in the instant 
application. To the extent necessary, applicants will further address the issues raised by the 
Examiner in Example 28 if arid when such Issues are ever raised in the context of a rejection of or 
objection to a specific pending claim. Finally, applicants note that they have already fully addressed 
Example 28 in the "571 Application. 
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l->\amp(e 29 

Example 29 dsscnsses limitations directed to combining images (e.g , wncc a "poit.on" ,u an 
image is "replaced" by a portion of anenhet image) which are allegedly pres-rnt m darus m 
applicant' '571 Application. Applicants maintain that applicants' specifications bu>adiy teach the 
combining of images. The Examiner's aspersions in Example 29 do not form ;he basts fo? ^nv 
rejection of or objection to any specific claim pending in the instant appheat : on io the extent 
necessary, applicants will further address the issue;-* raised by the Examiner :n I xamt N L' 2<-> *f a 'id 
when such issues are ever raised in the contest of a rejection of or objection to a -poetise p.ndim< 
clami. Further, applicants have already fully addressed the issues raised tn Example 29 m tiu 
Application. 

Example 30 

in Example 30, the Examiner discusses the publication date, of article/reference by Gunn et 
al. Applicants acknowledge that the Gunn reference is a transcript from a conference m London that 
took place from March 26-28, 1980. But this information alone does not qualify the reference as 
prior art (i.e , it was unclear when the paper was published). However, since the mailing of the 
7/1 7/02 Office action in the "57.1 Application, applicants received a copy of the Gunn reference that 
bears a Massachusetts institute of Technology Library received stamp dated December 4, 1980, The 
Examiner also alleges in Example 30 that, applicants have previously neglected to provide the Office 
v> h u 50' in a on svj„ dt j the \u at? > d Ut * * * fh, s. u k \ r\ „ n \p^licants have diligently 
st^pKt, sVOiia -Aii^r ,rc'Hf.\ \ b \ haw « known to is ( u.s. In some instances, 

<jppK » *- Wi i no } io\!^fd Aiit - * Le-s.t„Htas e*ene s~, , so app j « \s v\ctc not able m provide 

s >th< - h >» d \<z *<< eiff !\1f'f v t v \ffi<*- a r vh '* ^ <>!' ss^u? oj jph*. ants' Into- matron 
Dv vino ^ ViK'i.- \edmn 1 i lJ lb <■> yf ; (J ^s sub >j t, v ta<. i 3^, ss-to i m Fv^sm o ^ is -sot 
»c s.x<int 4 th? sn\tat t ao ^iu! < n be , „u s v si f t nt i m eu s not appV 1 <sg«snst nsv e*,rm 
pu dtt v m *he sn Uiut *j >\ <,a on 
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Ft Response f» Suction l\ Of Tht Office Action; Objection to Dravusi&s 

tn Scents IV, tU dr.ivn-igv objected to tr*dra T C PR $ ! £\<C< Fide \^\S C $ i H 
nu^cs thaf the appsk^rt sb<?ll tatrnsa a dr;e^ iar u net f\h\;n tor the unth ~?t jt'idji' 0 of l -t^r W>sfU 
H'vjUtr sough? Con^pordtnj: Ruse i 8 1 1 a J K*t-, tordt ttur the appXasn tor ,5 :?<avr.t t<- i earned to 
kamsh a Ufdwmg of has or a? s in^e-mstn n f/e?< ?<w< >"^>'v tot ?>: eade-stasuhng ot *be sabsect mattet 
.sought to bo p,aentrd Ap pheaws ratuhv n-*re fmt hto ehnras r.i dm .ipphcat on ar* am tod n> 
p&thod- ,e ue j\ trues: pto^apinm*: A fuH undo standing o>~ this iroenuots is omaseed ^om the 
speuf,cakon ti^cu-scc "x^ow A doe* ng u; >.u t no>.c^a f v ;V the ande^ta^diec, u the Aubxvt 
rutte* sought to >>e ^ak'atea >\pp scant? >u \c 1 o^e^es, esoxided d -taoea dsavung 0 ma; viop-et t^e 
.-epaiasns „ir,d the -s^eal stsuetu-t; tnat n.i\ be enspsoxeo bf ta^t^c the damted tnedk vis, j< 
ekseus <d Klo* \p^hea^;s suba\t rha' tnese d!»\\ nus an: mosc than surtjeivnt *o s.itistx the 
S^hsvo^ ot <5 t' S C $ anc ^1'! R ^bl ano ' 5<e 

the l\«nneet has po-ss-jed nogtuda^tci- f egatu r.^ wna f addinon.u -\ awt :g<; v^>aod be 
eesni-d to pnn i :e a tk'.ee* endo$staad$r>g o- the >, am.ea smenhoo Rather a ts{ k pun ueu ot 
churned "fea;ure»" tiat are aMeged to be absent fu»sn vx ouvv.ng^ Vhcte s^ u«j oyehtnkt'on ot ho* 
ihi> diawm£* tad to sno^ trev "teaumV whv su - f Reunite-;" tanM tv n\n m t^e dr^.ngs tor 
an understardtrg the t his: nod subsee* nt'iner (to t-u 1 e\o-io ms, t> ~'t\\uures" ato not sV"mo, o; ?k>%< 
the FAanii'tCi exps\ ts such "f\ ateaes^ to be '.latskated 

bpecdteaHy v th- bsar.anet stages ;har the tedo^ -n^: eheired "teatu-f?" aje ia# shown :n V^c 

dtaw^ny<- "MXvihe .otnbtned rnedtuat pro^fscurtnng , s> inti'^jetsxr m tss ^Kdni^s {ptv^oon! oeJp^t 

'4->rusatus," "t;,st eon b«ned nt« a>ura pso^ranirurij ,° ' ^XbC tetd '\t\ ot>d portto^s ot eornn^d 

trediur, pt^<::<3tnir.n^r >etd 'Vo.ppcur outpat <4 the c'tsb-nee jueduiu) pjogs^nran^ '* I s^tjije ? 

vk\ub f depte^ the n\ Htd "mkiacnve ns^ss ^jeeu^n trrp'st appaf.it,'-" s^er espee\;!is foeal input. 

225, satHhv tcosu: encu-ts \ , 25 h <~aMc v.oa\citcr bo\* ~22, ot_na ptocesso?, nncsoeos^putc-. 

«(>5, snotsuo?, 202. p-Hsfck ^2L unJ socles. ,svcte;n, 2(^5 > Oi the a-manbag tcims qaesr,oned hy the 

Bxeanrua, <>n)v "tast vOtabtred ^uheui ^ogjasr.ntMSL'" is stol ) S s the chains hi addition, the 

amtrikkd oh^rt> T^nv ?iiatt the te?ets -ntef^tt^e eotj hired nkdtu,?? pos^artneaa' output 
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apparatus" (also clearly depicted in Fig. ?; see above), "mass medium programming," "firs?" and 
"second user specific programming," "portion of said first user specific programming." "subscriber's 
own information," ''portion of said subscriber's own information,'" "first"" and "second subscriber 
specific information. '" "programming" "portion of combined medium programming," and 
"preference information,"' 

Applicants" drawings clearly show how such "first combined medium programming,'" "mass 
medium programming/" "first" and "second user specific programming," "portion of said first user 
specific programming/" "subscriber's own information, 1 " "portion of said subscriber's own 
information,"'' "first." and "second subscriber specific information," "programming," ''portion of 
combined medium programming," and "preference information'" are communicated within and 
among die various components used in connection with applicants' invention (see, e.g., Figs. 6A, 
68, & 7). Moreover, applicants have shown in the drawings the specific components (e.g., 
television tuner, 215, microcomputer, 205, controller. 12, decoder, 203, processor, 2.00, monitor, 
202, radio, 209, primer, 221, speaker system, 263, and other output apparatus, 261; see, e.g., Figs. I, 
2D, 3, 4, 6A, 6B, 7, & IE) that utilize, present and/or process the recited instructions, signals, 
programming, and information. Applicants submit thai the depiction of these components, and the 
interconnections therebetween, are more than sufficient to satisfy any drawing requirement w-th 
i pudo s«! i s n j t. or ) ovsurmu ^" ' u^U _s>in\* "s lor j a on or \ *ma s 

H\oiJmg \-, «,«pKaists v onu n if I dMv.n^. i„qt counts tv v been v x t 1*u \ 
appi <.a > - tespccxt „v rec^t mat 1 , a ,,,kL„ 3 ' C I R \ I ? <(< ) tv vs Hhs v,n 

C lit h mi^i, I o Set t m V,l Of 1 h* OlTu e At thm : Set Hons I i 2, first I a t agraph t \* r ittt > 
Oescriptltm}. 

T\e Fvar inc ps .face 1 - h^ itiot-ho ■> udt. « H2 i \- p<u, «_•>, p i b\ K*mg a v\un <\ 
<jno„ *<o^\ Pom „ ) e>, ,siO t r^ued > 1 ik> Inoatu i ocnt me, x^ojo the Ink nation il I? d*. 
<*<!!' it^'o i x H>i," b ire one ap > > „r*s nuJ pau-m* ixS^hoA s ,n<c I san met \ npis 
I * - x eto qunaf on 1 - ^ \1 s a bat t c t \ m^et ' u*' *m it- o dopt t se»t s *>w Utons tr 

20 



Sen;-! N» ..08/479.2(5 

regard to the pending amended claims currently a?, issue." Apparently, the Examiner includes the.se 
quotations to support his rejections under § 112, first paragraph. The Examiner, however, fails to 
provide any discussion or explanation regarding the proper procedural ami factual context of these 
quotes. Placed in as accurate and proper context, the record from the ITC litigation actually 
supports applicants 1 position that the pending claims are justified by the instant specification. 

Before addressing the specific passages quoted in the Office action, applicants must, first 
provide a procedural overview of the 1TC litigation, in the litigation before the O'C, the owner of 
applicants" issued patents and the assignee of the instant application. Personalized Media 
Communications L.L.C, (PMC), alleged that certain products imported into trie United States 
infringed several claims of U.S. Patent No. 5,225.277. Following an evidentiary hearing, the ITC 
administrative law judge. Judge Luckem, Issued a decision entitled "initial and Recommended 
Determinations" (Initial Determinations) on October 20, 1997, See In re Certain Digital Satellite 
Sys. (DSS) Receivers & Components Thereof. No. 337-TA-392, 1997 WL 696255 (Intd Trade 
Comm'n Oct, 20, 1997 i. In connection with the evidentiary hearing, three separate groups submitted 
briefs and arguments to Judge Luckem: .1 ) PMC: 2) the accused infringers f Respondents); and 3} the 
ITC Staff, Judge Luckem' s Initial Determinations made various findings and concluded that: I) 
claims 3, 6, 7, 12, 15, 35, and 44 were invalid as indefinite; 2) claims 3, 6, 7, 12, 13, 35, and 44 were 
invalid as not enabled, 3) claim ? was invalid as anticipated; and 4? no asserted claim was infringed. 
SignifiC&atly, the Respondents challenged only one claim, claim 44, for lack of written description 
support, judge Luckem found that claim 44 was not invalid under § 112, first paragraph, for a 
failure to provide proper written description support. Thus, no ckum asserted in the ITC litigation 
% : as held invalid by Judge Luckem under 35 U.S. C. ,y Il2,fini parogtaph, for failure to provide 
adequate written description support. 

On December 4, 1997, the ITC Issued its Final Determination, which adopted some, hut not 
ait, of )udge Luckem \ Initial Determinations Specifically, the ITC's Final Determination adopted 
Judge Lactam's claim constructions and findings that the asserted claims were indefinite and not 
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infringed. On the other hand, die ITC did not adopt Judge Luckem J s other f ndm^ lortcmins, loi 
example, whether the claims were enabled or whether claim 7 was anticipated ( *u appc » bores e {he 
Federal Circuit were only those finding? by Judge Luckem that the ITC exp.es ds acVptec" m j> 
Find Determination. The Federal Circuit's opinion: J) reversed Judge LucKer* s r*1 the iFC s 
determination thai the asserted patents claims were invalid for indeumteoes.s; 2) vacated Judge 
Luckcm's and the fTC's determination thai asserted claim 7 was not infringed; and 3) affirmed 
Judge Luckem' s and the ITCs determination dial claims 6 and 44 were not infringed- Sec 
Personalized Media Communications, LLC v. bit 'I Trade Comm 161 F. 3d 696. 4S USPQ2d 1880 
(Fed. Cir 1998). As a result of die Federal Circuit opinion, the case was remanded to the ITC. 
After the case svas remanded to the ITC, PMC withdrew its complaint and the FTC vacated Judge 
Luck.errf s Initial Determination with respect to the findings of invalidity for anticipation and lack of 
enablement. See In re Certain Digital Satellite Sy.v. (DSS) Receiver? & Components Thereof, No. 
337-TA-392, 2001. WL 535427 (tnt'l Trade Comm n May 1.3. .1999) Accordingly, the quotes relied 
upon by the Examiner in the Office action, ail of which are from Judge Luckern's discussion of 
invalidity for lack of enablement, were vacated by the ITC. 

As applicants have already noted, with re.speet to the only claim even challenged undo* the 
written description requirement o£ § i 12. Judge Luckem concluded that the claim was not m\ahJx>n 
that basis/' Regarding the first quote. Judge Luckem' $ belief that the 1987 specification is ''duTiejilt 
to understand as it is dealing with many possible sy.s-ems " even tf true, is not a proper reason for the 
Examiner to conclude that none of applicants" claims are supported under § 112, Regarding the 
second quote, in which Judge Luckem discusses the complainant's identification of written 
oesc.mhoe suup n ios ds„ .e>v„ued da sv> <4 * j; "a\.st V> .\J.1\2 / \ what ,i;poi taut is m«t 
Judge Luckem did not find that any of the asserted claims were invalid for failure to satisfy the 
written description requirement of § 1 12. Finally, the last (wo quotes identified by the Examiner 

Additionally, in allowing the claims asserted in the ITC to issue, the PTO understood 
that, those claims were adequately supported under § 112, 
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actually contain statements made by the ITC Staff in opening arguments. The comments advanced 
by the Staff in the CTC litigation describing "directions to a treasure map ,% and "ships passing in the 
night" axe attorney arguments advanced during litigation, and such arguments are simply not 
indicative of applicants* actions before the FTO. 

When the Examiner's citations to the ITC record aie presented .accurately and in their proper 
substantive and procedural context, the citations do not support the Examiner's position. Indeed, the 
ITC record is consistent with applicants' position on the written description issue. The statements 
relied upon by the Examiner are nothing more than dicta concerning a finding by Judge Lookers that 
was later vacated. Further, even if these findings had not been vacated, the observations by Judge 
Luekcrn do not contradict applicants' position that the pending claims ase properly supported under 
§ 1 12, first paragraph. 

The. Examiner asserts that he has followed the "Guidelines tor Examination of Patent 
Applications Under the 35 U.S.C 1 12,11, "Written Description" Requirement, 66 Fed. Reg. 4 
(1001). Applicants note that the eighth edition of the M.P.E.P. at section 2163 has been rewritten to 
incorporate these guidelines. See M.P.E.P. Summary of Changes (blue pages) at 37. Accordingly, 
applicants submit that the examination of this application should follow the guidelines as set forth in 
M.P.E.P. § 2163 The Examiner has nor fully complied with these guidelines Section 2163 III sets 
forth how the Examiner must clearly communicate his findings, conclusions, and their bases. These 
findings, in addition to merely identifying chum limitations, should: 

Establish a prima facie case by providing reasons why a person skilled 
in the art at the time the application was filed would not have 
uv^grt/t'J tn.»t i*k mveo.o, v.a\ /t \ .>*\esvon of me mn nttoo .s 
claimed ;n view of the disclosure of the application as filed. 

M.P.E.P. § 2163 ill A- (8). When appropriate, the Examiner shots id also suggest amendments to 
the. claims which, can be supported by the application's written description M.P.E.P. § 2163 III. A. 
The Examiner has not established & prima fade ease as discussed below. 
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in Section V, the Examiner rejects ail claims under 35 U.S.C. § 112. first, paragraph, as 
containing subject matter that was not sufficiently described in the specification. In making these 
rejections, however, the Examiner does nothing more than identify specific limitations pending in a 
given claim and state ''she critical components and features called for in the claims are nowhere to be 
found either in the specification or in the drawing figures." There is absolutely no analysis of, 
reference to, or discussion of any of the teaching;- found in applicants" specification which disclose 
the claimed subject matter. 

In the instant Response, applicants 'nave provided a chart (attached as Appendix 8} that 
identifies derailed written description support for each and every limitation of the pending claims. 
Applicant respectfully sub-mat dun the illustrative support identified in Appendix .8. together with 
applicants' narrative discussion below, demonstrates that the claimed subject marter is described in 
the specification in such a way as to reasonably convey to one skilled In the art that applicants had 
possession of the claimed inventions at the time the 1987 application was filed. Applicants wish to 
note that the support provided below and in Appendix 8 ts illustrative and the claims may he 
supportable by other/additional teachings of the 198? specification. Applicants also wish to note 
that the claims of the instant application should not be construed to be limited based on the support 
provided. 

I ) "Farm Plans Of Europe*' As*d "Exotic Msals Of India" Examples Provide 
Sufficient Written Description Support For Claims 10, H. 13, .14, & 17-39 

The ''.Summary Example #1 1" detailing the "Farm Plans of Europe" (the "Farms Plans 
Example") program beginning on page 533 or the Specification and the "Exotic Meals of India'" (the 
. <,ou. Meal- r% ^ -j Me " Kv«nn< m t> * page U 0 si, s de " ,nku de-v.ii xio t up x U h>j the r<> 

The "combined medium programming" is disclosed in the specification in the Farm Plans 
Example. A feature of the Farm Plans Example is to collect and aggregate continental, national, 
local and farm-specific agricultural and market data, and to communicate such processed 
continental, national, local and farm-specific information to farmers. In this way. optimal planting 
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plans can be generated for a specific farmer based on user -specific information such as farm size and 
soil conditions, as well as local and national information such as agricultural policy and marker 
conditions. This is effected by & two-way exchange of information between and among the 
disclosed master transmission station, the national and local intermediate transmission stations 
(TPS"), each fanner's ultimate receiver station r'URS"), and the individual farmers themselves. 
Tne master station and national and local ITSs can all originate their own mass media programming. 

The combined medium programming disclosed in the Farm Plan Example includes television 
programming of general interest (i.e.. the recited "video 0 } as well as specific crop planting 
information applicable to specific fanners (p. 552. II. 24-26). Because the combined medium 
programming includes both television programming of general interest as well as user-specific 
information, the presentation ot combined medium programming disclosed in the Farm Plans 
Example properly supports the "'combined medium programming" recited in the claims. 

The television programming of general interest (including accompanying embedded signals) 
is transmitted from a master station to national and local ITSs, and finally to a particular farmef s 
URS (p. 542 II. 33 - 543, II. 19}, via satellite, eahsecast. or other means (p. 12, II. 21-22). 

Communication with the farmer occurs through the farmer's URS, which is an interactive 
output apparatus that includes both a television for displaying programming and a computer {p. 533, 
line 35 ■ p. 534, line 5}. The URS has an input device and memory so that the farmer can input and 
store user- specific data at the URS (p. 555, II 19-29; p. 55 i, II 1 i-14). The computer also has the 
ability to process such user -specific data to generate farm-specific crop planting plans (p. 5-4$. II !$- 
22). h can also transmit farm plan information so that the master station can receive and aggregate 
such information witlrsimilai data from other fatms in other localities and -nations (p. 555, line 24 - 
p. 556, line 6). By aggregating at the master level, the master transmission station can identify if 
current plans Indicate, e.g.. an over-production of a particular crop m a particular locality (p. 555, 
line 24 - p. 556. line 6). Such an overproduction would be reflected in the next transmission and 
calculation of specific crop plans (p. 556, 11. 12-1 6). 
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In the Exotic Meals Example, 3 central station broadcasts a television program of general 
intent entitled "Exotic Meals of India/' along with embedded SPAM control signals that, enable 
computers at the individual subscriber stations to process subscriber data (p, 470, II. 1- 2; p. 5$, H. 
29-33; p. 481, II- 7-9 ». The subscriber station stores at its memory user specific information such as 
the taste preferences and ske of the user's family (p. 469, II. 7-.14; p, 493, lice 33 - p. 494, lice 8s. 
Daring the Exotic Meals Example presentation, a television announcer asks she user to request a 
subscriber specific recipe and shopping list by inputting a code at the subscriber station input device 
(p. 4?K II. 6-13). The subscriber then Inputs the code, and in response the subscriber station prints 
the recipe and shopping list at the receiver station printer (p. 475, II 1 ■ 2; see also p. 474, II 35). In 
generating the recipe and shopping list, the subscriber station computer tailors the recipe and 
shopping, list to the taste preferences and size of the user's family (p. 474, IL 8-32). 

a) Support. For Claim 10 And Claims Depending Therefrom 

Claim 10 recites "a method for delivering programming for use with an interactive mass 
medium program output apparatus.''' The subscriber station of the Exotic .Meals Example (pp. 469- 
*> ( s an mtetaa vc ma- ■> n odu rr -»ro * r ar\m n>x outm t appau>u>\ M U s a teVs\-> or f ! r ump<^uv 
mass medium programming such as television programs (Fig. 7; p. 469, tine 35 - p. 470, tine 23). 
The receiver station is "interactive." It has an input device for receiving inputs from subscribers (p. 
47 L U. 16-18). Subscribers cars enter information at the input device based on the ontputted 
programming (p. 47 1 1 11. 6- 1 7). The subscriber station can also deliver programming based on the 
subscriber input tp. 474. IL 2-7 j. 

One step of the method secludes "sn^ng a sub-vrmci'; o\mi information U vud intemcn.vO 
mass medium program output apparatus," The subscriber station (interactive, mass medium program 
output apparatus) stores information (subscriber^ own information ) <p, I J, 11. 27-31} relating to the 
food preferences of a subscriber's family, e.g., information specifying that the family prefers spicy 
food and prefers to minimise salt consumption (p. 4C>9 5 II, 7-17). 
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Claim 10 recites ^ourpatting mass medium programming after sa;d step of storing, said 
imetacrive mass medium output apparatus having an input device to receive input from said 
subscriber." After die subscriber information is stored, the receiver station outputs mass medium 
television programming (p, 469, tine 35 • p, 470, line 21). Bach subscriber station is equipped with a 
keyboard (input device) to receive input from a subscriber s„p. 471, II. 14-48; Fig. 7), 

Claim 10 recites "prompting said subscriber during said mass medium programming for first 
r,pat " iMHv<ry Uuoug> the tries tstoa prog* maumg, *hc *devjv,nn p-ogram bo.-a request 
subscribers interested in obtaining a recipe and shopping lis? to. input "TV367#' ! at their subscriber 
station Input device /p. 471, H. 6-13,!. 

Claim 10 recites "receiving first input from said .subscriber at said input device in response to 
said prompting said subscriber, said firs? input indicating mat said subscriber wants del-very of first 
user specific programming referred to in said mass medium programming La response to the 
program host's request, the subscriber enters % TVSo7# N ' at the subscriber station keyboard to indicate 
that the subscriber wants to have a recipe arid shopping list {programming referred to in said mass 
medium programming s delivered to the subscriber (p. -47 j , II. 1 4-2 1 ; .see also p. 471,11, 6- 1 3). 

Claim 10 recites "delivering sa.id first user specific programming at said interactive mass 
medium program output apparatus wherein said first, user specific programming is based on said 
stored subscriber's own information." The subscriber station outputs recipe and shopping list 
information {user specific programming) at its printer (p. 475, II. i-2; .see also p. 474. II. 8-35), The 
recipe and shopping list are generated based on the subscriber's food preferences (p, 474. II, 8-32.}. 

Claims U, I ?-28, and 39-42 depend from claim 10. The support for these claims is thus 
^sed if vi t i \up~n> i-,u s d \>m * <. no an** ^ a v so I« >.e e t u jis v,*. t * di 1 >t k. 
features found in the specification. The specific support for the clement,* set forth in these claims ss 
fully demonstrated in the charts contained in Appendix S. 

b) Support For Onto* 13 Ami Claims Depending Ttierefrom 
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Claim 13 recites "a method for combined medium programming delivery for use with an 
interactive combined medium programming output apparatus." The subscriber station of the Farm 
Plans Example is an interactive combined medium program ruing output apparatus. It has a 
television for ouipuiting combined medium programming such as a television program combined 
with a user specific farm plan recommendation (Fig. ?.; p. 533, p. 534, i), 1 -4; p. 538, JL 15-29; p. 

552, If 20-30). Use receiver station is 'Interactive" (e.g., p. 538, H. 15-18). ft has an input device 
tor receiving inputs from subscribers (p. 555, II. 21-22). Subscribers can enter information at the 
input device based on the ouipoued programming (p. 555, if. 14-23). The subscriber station can also 
deliver programming based on the subscriber input (p. 555, line 19 ■ p. 556, hne 18}. 

As described above, the receiver station in the Farm Plans Example is an interactive 
combined medium programming output apparatus (Ftg. 7; p. 533, line 35 ■ p, 534, line 5; p. 538, 11 
15-29; p. 555, H. 14-23; p. 555, hne 19 - p 556, line 18). One step of" the method recites ''storing a 
subscriber's own information at said Interactive combined medium programming output apparatus" 
(p. 1 1, 11. 27-31). The subscriber station (interactive combined medium programming output 
apparatus; stores information relating fo the subscriber's farm (subscriber's own m for; nation) in. IK 
II. 1 7-21 ). including the number and size of the individual parcels of property of the subscriber's 
farm and the farm equipment of the fanner (p. 534, 11. 5-14) and a specific crop planting plan (p. 
551,11 11-14; p. 550, if 30-351 

Chum 13 recites "outpuiting first combined medium programming after said step of storing." 
Pursuant to the Farm Plans Example presentation., the receiver stations store the subscriber's 
information before the combined medium presentation begins (see Example #1 1 beginning on p 

553, e g « p 5>t, d 5 14, p, 5a8, ii. ^ 2? matcamg that $he suK^nhu*- f,n i; s ,nf<x,nar.^n is 
prerecorded") (p. 550, 1L 30-35; p. 551, ft. i 1-14). Thus, after the subscriber's farm information is 
stored, the receiver station displays (outputs) combined medium programming on its monitor (p. 
552, if 20-30). Claim 13 recites "said first combined medium programming comprising video of 
general interest and first subscriber specific information." The combined medium programming 
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includes a regular television program entitled "Farm Plans of Europe" (video of general interest) and 
a crop plan (first subscriber specific information) based on die stored plan <p, 551, U. 1 1-14) which 
has been tailored to an individual subscriber's farm based on the subscriber's particular stored crop 
information (p. 549. line 32 ■■ p. 550. line 10, p. 552, H, 20-30; p. 550, line 30 - p. 55 i. line 6). Claim 
13 recites "said interactive combined medium programming output apparatus having an input device 
to receive input from said subscriber." The receiver station includes a keyboard (input device) to 
accept input, from the subscriber (Fig. 7; p 555, il. 21-22). 

Claim 13 recites "receiving input from said subscriber at said input device in response to said 
first combined medium programming," In response to the outpuued recommended crop plan, the 
subscriber enters information (input) at. the keyboard to modify the stored farm information (p. $55, 

Claim 13 recites "delivering second combined medium programming at said interactive 
combined medium programming output apparatus, said second combined .medium programming 
including second subscriber specific information based on said stored subscriber's own information 
and said input." The farm plan information (as modified by the subscriber if modified (p. 554, 11. 12- 
21)) is sent to a remote, collection station and aggregated with similar farm plan information from 
other subscribers (p, 555, hue 24 - p. 556, line 6). The aggregated data is used to refine and modify 
the national and regional variables ti'iut were ma-d to calculate the subscriber's specific farm plan (p, 
555, line 24 - p, 556. line 6). Finally, in a manner similar to the "otnputting'' step described above, 
the receiver station outputs a second segment of the Farm Plans of Europe television program and a 
second subscriber specific crop plan (collectively, second combined medium programming) (p 556, 
II. 12-16). The second subscriber specific crop plan -is based on the- stored farm-.in.fomu.ujon, such as 
the soli conditions and history of crop rotation (p. 556, II. 12 -16.; p. 549, line 33 - p. 550, line 10). 
Further, the second subscriber specific crop plan is calculated using the new variables, which are 
based on the modified farm data (second subscriber specific information) of ail the farmers (p. 556. 
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II. 12 -16). Although such feature is not claimed in claim 10, the .second crop piae v, ill be ddfeiem 
from the first because h will be based on different market price projections (p. 556. II. 3-6 s. 

Claims 14 and 29-38 depend Horn claim 13. The support for these claims is thus based upon 
the support discussed above In connection with claim 13. These claims set forth further features 
found in the- specification. The specific support for the elements set. forth in these claims is fully 
demonstrated in the charts contained in Appendix 8, 

D. Response To Section V.2 Of The Office Action: Section 1 1 2, First Paragraph 
(Enablement!. 

The Examiner at Section V, pari 2, further rejects ail claims under 35 U.S.C § 1 12, first 
paragraph, as allegedly containing subject matter that was not described in the specification in such a 
way as to enable one sbUed in the art to which it pertains, or with which it is most nearly connected, 
to make and/or use the invention. Particularly, the Examiner alleges that the essential novelty, the 
essence of the invention, must be described with greater particularity than that exhibited in this 
application. Moreover,, die Examiner asserts; that nowhere in applicant's specification is contained 
sufficient information regarding the subject matter of the claims as to enable one skilled in the 
pert mem an. to make and use the claimed invention. Further, the Examiner suggests that under the 
circumstances, one of ordinary skill in me art would be burdened with undue experimentation in 
frying to make and use the claimed invention, p. 63. Applicants strongly disagree and traverse this 
rejection on the following grounds. 

The test of enablement is whether one reasonably skilled tn the an could make or use the 
invention from the disclosures coupled with information known in the art without undue 
experimentation. United States v. Tek-ctrmies. Inc., 857 F. 2d 778, 1%5 (Fed. tar. 1985s). A patent 
need not teach, and preferably omits, what Is well known in the an. MPEP § 2 164.01 (citations 
omitted). The scope of the required enablement varies inversely with the degree of predictability 
involved, bar even in unpredictable arts, a disclosure of every operable species is not required. 
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MPEP 1 1164.03. A single embodiment may provide broad enablement in cases involving 
predictable factors, such as mechanical or electrical elements. Id. (citations omitted). 

In order to make a rejection, the Examiner has die Initial hinder; to establish a reasonable 
basis to question the enablement provided for (he claimed invention. In re Wright, 999 F.2d 1557 
(Fed. CM: 1993). The minimal requirement is for the Examiner to give reasons for the uncertainty of 
the enablement. In re Bowen, 492 F.2d 859, 862-63 (CCPA 1974). MFEP § 2I64.CN states: 



The language [of the rejection] should focus on those factors, reasons, 
and evidence that lead the examiner to conclude that the specification 
fa-is to teach how to make and use the claimed invention without 
undue ...ejiocri mentation, or that the scope of any enablement provided 
to one skilled in the art is not commensurate with the scope of 
protection sought by the claims. 'This can be done by making specific 
findings of fact, supported by the evidence, and then drawing 
conclusions based on these findings of fact. For example, doubt may 
anse about enablement because information is missing about one or 
more essential parts or relationships between pails which one skilled in 
the art could not develop without undue experimentation. In such a 
case, the examiner should specifically identify what information Is 
missing and why one skilled in the an could urn supply the 
information without undue experimentation. 



(Emphasis in original) This is followed by the explicit statement: "specific technical reasons are 
afea^J«a«AlSfl-'* Mi :, EP § 2164.04 (Emphasis added). 

Given these requirements, it is clear that the Examiner has failed to establish a prima facie 
•wCi.sc of lack of enablement. Particularly, the Examiner has not provided any of the required 
reasoning to base a conclusion that one of ordinary skill in the art would be burdened with undue 
experimentation to make and use the invention or that the enablement provided by the specification 
\ oi vos m t i-^ua.t. v i ^ th_ vopv o* <n nx* *. u c>\ tl t j<an s h, k ,Kt t h 1 x<sn u o 1 

provides no lack, of enablement analysis whatsoever with respect to the particular recitations of 
claims 10, 13, and 14. The only claim limitations specifically noted by the Examiner are two 
"example : limitations of claim 1 1 . Here, the Examiner simply states that the critical components 
and features called for in ail claims are nowhere to be found either in the specification or in the 
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figures, and to support this assertion, the two "example" limitations of claim 1 1 are cited as not 
being supported by me specification However, in addition to failing to identify any .specific 
essential or critical limitations of claims 10. 1 3 and 14, the Examiner fails to provide any reasoning 
as to why one of ordinary skill m the art could not obtain the two example limitations cited from 
claim 1 1 without undue experimentation. Furthermore, the two example recitations ''specific 
combined medium programming" and 'Tit si" and "second" portions of the specific combined 
medium programming have been deleted from claim 1 1 . Instead, claim 1 1 now recites the "method 
of claim 10, wherein said step of delivering comprises printing said user specific programming at a 
printer of said interactive mass medium program output apparatus." which is clearly disclosed and 
enabled by the detailed description of the Exotic Meals Example in the specification (p "175, II. 1-2; 
see also the description of support for claim 10 in Section ll(C)i i}(aj above). 

Despite the absence of any reasoned analysis to support the enablement rejection, the 
Examiner asserts that the harden has shifted to applicants to rebut this challenge. This assertion is 
clearly incorrect. The burden has not shifted because the Examiner has failed to establish a prima 
facie case of lack of enablement. This is further exemplified by the Examiner's wholly unsupported 
allegation that "the disclosure fails to show how the various structures must be interconnected, timed 
and controlled...." Examiner provides no reasoning to support this conclusory statement. For 
example there is no mention of what intercooneeiivity, tuning and/or control description is allegedly 
absent .from the disclosure. Moreover, there ts no reasoning provided as to why the en tensive and 
detailed disclosure of ioterconnectivity, timing and control in applicants' specification is insufficient. 
Applicants submit thai such detailed disclosure is sufficient. For example. In the Exotic Meais 
Example embodiment of claim' 10; the intt-reoimeetivity of the relevant components is disclosed on 
page 470. lines 9-1?. The transmission of the programming m the Exotic Meals Example is 
disclosed on page 4?S. line 23 - page 480. line 17. The timing ,ts under control of messages 
described a?., e.g , page 428, line 27 - page 479, line Vi> and page 480, line 26 ■■ page 481, line 12, et. 
seq. The diagrams supplement these disclosures m, e.g., Figures 7, 7E, and also 2, 2A--C and 3 A. 
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(For other disclosures of interconnects vky, riming, and conr.ro! of the invention, sec. e.g.. Figs. I, 6A. 
68, 7, & 7E: p. 478, hoe 23 - p. 480, line 17; p. 535, II. 18-22; p. 326, line 19- p. 327, line 8; p. 334. 
II 28-33; p. 336, II. \ 1-17; p. S3?, ii. 6-1 7; p. 538, II. 12-16: p. 539, )!. 20-24; p. 374, line 2^> - p. 375, 
lino 6: p 469. il 7- 17). 

tri su$n, applicants maintain that the Examiner's assertions lack she specific reasoning, and 
particularly technical reasoning, to support a lack of enablement rejection. 'Thus, the Hxarrvmer hits 
tailed to meet his burden to sustain the rejection, and the rejection should therefore he withdrawn. In 
addition, the Examiner's attention is directed to the detailed support discussion provided above sand 
in Appendix B) in response to the rejection based on the written description requirement. This 
support ulso establishes that applicants' specification i$ enabling. 
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E. Response To Section VI; Section 112, Second Paragraph. 

In rejecting the claims under Section 1 12, second paragraph, as being indefinite for failing !o 
particularly point our and distinctly claim the subject matter which the applicants regard as their 
invention, the Examiner alleges that several terms in the claims are vague and/or indefinite. The 
Examiner also makes several queries regarding the interpretations of those terms. Applicants 
address the Examiner's rejections and respond to his queries below. Based on the discussion below, 
applicants submit that the rejection of the claims under Section 112, second paragraph should be 
withdrawn. 

J) Claim 10 

Examiner states that claim 10 is vague and indefinite for not providing sufficient antecedent 
reference for the following terms; "first combined medium programming," "interactive mass 
medium program." and "said specific combined medium programming*' (pp. 64-65). Claim 10 has 
been amended, and u no longer includes the terms "first ecmbmed medium programming" and "said 
specific combined medium pFOgrHmtfUftg." Instead it includes the terms "mass medium 
programming" (p. hi!. 27-28; p. -470, 11. 2-3 &. 9-21) and : \iser specific programming," which are 
clear, definite, and supported in die specification i.p, 4 1 . line 30 •■ p. 42, line 1 ; p. 474, If 29-32). 

The term "interactive mass medium program" is pan of the term "interactive mas? medium 
program output apparatus." It is a physical apparatus which may include the following ieatures: (i) 
it outputs mass medium programming, such as television programs (p. 469, hnc 35 - p. 470, line 26 s; 
in) it has an input device for receiving inputs from subscribers (p. 471, 11. 14-18); tiiis subscribers 
i. an eutci ,uh; nuun i .n the up, dew<.t r, \ed o* tee o, pi *kd p-ogumrur^ sp <P\ 11 6-17)-. and 
0v) it can deliver programming based on the subscriber input (p. 474, 11. 2-7). The output apparatus 
is "interactive" at least because it can both output programming and information and receive input 
based on. e.g., the presented programming. The user input also affects output delivered by the 
apparatus (p. 471, 11, 648; p. 474, 11. 2-7). The term "mass medium" (p. 1, IL 27-28} refers to its 
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ability to otnpnt mass median* programming, such as television programs (p. 469, hue 35 •■ p. 47(1, 
Isne 23), Applicants submit that this term is clear and thai u has sufficient antecedent reference. 

2) Claim 11. 

The Exams ner states that his arguments regarding claim 10 similarly apply to claim I 1 . 
Applicants respectfully submit that applicants' response to the Examiner's rejection of claim 10 
similarly applies to claim 1 1, 

The Examiner states that the following terms in claim i I hick antecedent support: 
"combined medium programming." "said specific combined medium program," ana "said specific 
combined medium program" 5 (p. 65). The Examiner also requests clarification regarding the terms 
"generally applicable information" and "first" and 'Second portion of the combined medium 
programming,"' as well as the phrase "for input in respect of a second portion of said specific 
combined medium programming" (p, 65). 

Applicants have amended claim I Land U now recites, in its entirety, ''{tjhe method of claim 
10, wherein said step of delivering comprises printing said user specific programming at a printer of 
said interactive mass medium program output, apparatus." The subject matter of claim 1 1, as 
amended, has sufficient antecedent reference (p. 475, II. 1 -2). 

3) Claims 13 & 14 

The Examiner states that his arguments regarding claims 10 and 1 1 similarly apply to claims 
13 and 14. Applicants respectfully submit that applicants* responses ro the Examiner's rejection of 
eiaiinv.i (rand i ] similarly apply to claims 13 and i ; *. 

The Examiner further objects to the phrase "oulptming for input" in claim 1 3 (p. 65). This 
claim has been amended and it .no longer includes trie phrase "omputtmg lor input." Instead, there 
are separate outputting arid inputting steps, which applicants submit are more clear t>. 470, II. 9-21 ; 
p 471 ; 11. 6-21), 
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The Ex&rmner further objects to the phra.se "combined medium programming including 
computer output 5 ' (p. 66) This phrase also no longer appears in any of the claims, instead, claims 
13 and 14 retue (he terms "combined medium programnung" (p. 12, 1!. 30-33), Tirst combined 
medium programming" {p. 552, II. 20-30), and "second combined medium programming" (p. 556, IL 
12-18), which each have sufficient antecedent reference. 

Lastly, the Examiner asks v< ho , *...mas$ medium programming ami computer programming 
[are; originated" (66). The claims ao longer recue "computer programming,'* although they do still 
recite "mass medium programming/' As stated in the specification, one method of originating 
programming is described on page 546 of the specification s„p. 546, II. 6-14). The local intermediate 
station receives a control signal from the national intermediate .station that causes the local 
intermediate station to commence transmitting prerecorded programming to the subscriber stations 
i>>. 556. il. 6-14; see also p. 546, 11. 19-21 and p. 334. fine 34 - P . 335. line 8,i. 

F. Response To Section YO Of The Office Action: Section 1 02(b), 

I) Saeki Does Not Anticipate Tht- Pending Claims 

Claims 10-1 1 and 13-14 stand rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. 
Patent. 4,455,570 to Saeki et. a), fhereinauer "Saeki"). Saeki fails to teach or suggest every step of 
the methods set forth in claims 10-1 1 and 13-14 for the reasons discussed below, 

a) Claim 10 

Claim 10. as amended, is patentable over Saeki because several t-teps mehed in claim 10 arc 
not shown or suggested by the reference. For example, claim 10 requires storing a subscriber's own 
mtormatifin at the interactive mass medium pnsgram output apparatus. No such subserit'ser 
m formation is taught or suggested by Saeki. Nor is there any teaching or suggestion in SaeU of how 
such subscriber information could be used. Claim 10 also requires outputOng mass medium 
programming after the step of storing the subscriber" 1 -: own information. Tins step is not taught or 
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suggested by Saeki because there is no teaching of a step of storing a subscriber" «. own information 
after which such mass medium program would bo output. Claim 10 further requires delivering user 
specific programming based on the stored subscriber's own information. Again, there is no storage 
of a subscriber's own information taught or suggested by Saeki; therefore, there is no user specific 
programming based on such stored subscriber's own information disclosed by $aiks.. 

Accordingly, applicants submit thai claim 10, as amended, is fundamentally different and 
distinguishable from Saeki for at least the above reasons. Applicants therefore respectfully request 
that the rejection of claim 10 under 35 U.S.C. § 102(h) be withdrawn. 

b) Claim II 

Claim 1 1 recites the method of claim 10 "wherein said step of delivering comprises printing 
said user specific programming at a. primer of said interactive mass medium program output 
apparatus." Saeki does not include a printer apparatus, nor does it teach any kind of printing step. 

For at least this reason and the reasons cited above for claim 10. Saeki does not anticipate 
claim 11, 

e.) Claim 13 

Claim 1 3. as amended, is patentable over Saiki because claim 13 also includes steps not 
taught, or suggested by the reference. For example, claim 1 3 recites the step of storing the 
subscriber's own information at the interactive combined medium programming apparatus. Nothing 
in Saiki reaches or suggests the storage the subscribers own information, nor does Saiki contemplate 
any use . for mat kind of Information, . Claim 13 also requires omputting first combined medium 
prograrn.rn.ing comprising video of general interest and firs? subscriber specific information. This 
step is completely absent from Saiki, in the Office action, it appears that the. Examiner relies upon 
the combination of video and audio in Saiki Jo show combined medium programming. However, 
claim 1 3, as amended, clarifies that the combined medium programming comprises first subscriber 
specific information in addition to video ot general interest This clarified limitation cannot he met 
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by the simple teaching of video and audio, as nothing about thai teaching shows or suggests 
subscriber specific information. Claim I 3 farther requires receiving input in response to the first 
combined medium programming. Since there is no combined medium programming as defined by 
claim 13 in Saeki, mere plainly ;s no teaching of receiving input in response, to such combined 
medium programming, {/burn 13 further requires delivering second combined medium 
programming that includes second subscriber specific information based on the subscriber's own 
information and the received input. There is no teaching or suggestion in Saeki of the delivery of 
subscriber specific information based on the subscriber's own information and input received in 
response to combined medium programming (as defined in claim I3,s, 

Accordingly, applicants suhnm that claim 13 is patentable over Saiki for at least the above 
■canons Appbca v .t^ fhctcloae sespectfully request that the rejection of claim 13 under 35 U.S.C. § 
itvXNbe witndiaw.j 

d) Claim 14 

Cuts i 1 + r„\\\ s du* memod of claim 13 "wherein said step of delivering comprises printing 
said second subscriber specific information at a printer at said interactive combined medium 
program output apparatus."* As stated above tor claim 1 1, Saeki docs not teach a printer or a step of 
printing. 

For at least this reason and the reasons cited above for claim 13, Saeki does not anticipate 
claim 14. 
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01 CONCLUSION 

!.o accordance with the foregoing, ii is respectfully submitted that all outstanding objections 
and rejections have been overcome or rendered moot. Further, ah pending claims are patentably 
distinguishable over the prior art of record, taken in any proper combination. Reconsideration and 
allowance of the instant application are respectfully requested. 

If the Examiner has any remaining Informalities 10 be addressed, it is believed that 
prosecution can be expedited by the Examiner contacting the undersigned attorney tor a telephone 
interview to discuss resolution of such informalities. 




Respectfully snbnutfed. 



Date: March 5, 2003 
HSH & NEAYE 
1251 Avenue of the Americas 
New York. New York. I0O2O 



Reg. No. 36,539 
Phone No. 2 \ 2-596-9000 
Fax No. 212-596-9090 
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